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Hie real party in interest is BASF Aktiengeselkchaft, 67056 Ludwigshafen, Gebnaay. 

Related A ppeals and Interferences 

Tbthebestofthemidersig^ 
the meaning of 37 CF.R. §41.37(c)(lXii). . • .'.]''■:' '[ 

Status op the Claims " 

The claims on Appeal before the Boaid of Pafcnt Appeals ^ 
15; A copy of the claims is found in the attached Claims Appendix. 

Status of the Amendments . 

Claims 1 to 15 as cun-entlypendtog were presented by appellants wi& 
ary 13, 2004, in reply to the Examiner's non-final rejection mailed on September 23 ■ J20G& ^ 

Summary of the Claimed Subject Matter 

Appellants' invention is drawn to a skin cosme \ 
sists essentially of customary addKtivesand,asapartic^ 

The certain copolymer which is referenced in appellants' Qairns 1 to 13is>.initsbioad^^^ 
a copolymer which is obtained by 

(i) a free-radical initiated bopoiymerization of a monomer mixture wliich compri^ X 

(a) 1 to 99.99% by weight of at least one monomer selected from the grotiixcoHs^in^ of J; 'P 
Nvrinyliimdazol^ and 

form; ; : . ^ . ■ - ; . : 

<b) 0tq98.99%bywe^ 

different from (a); . .■; . " , \:^!;.Wi^v^/-, ,: . ' 

(c) 0 to 40% by weigfrt of at least one unsaturated add or unsate&ted *^y*^^!^' • \ '}'>. 

(d) 0 to 50% by weight of at least one free-radically copolymenz^e moW : ." 
different from the monomers (a), from the monomers (b) and from the monomers (c)V 
and ' ■ J ;.'-; 

(e) 0i01tol©%by\<^ 

two ethylenically unsaturated, nbnoonjugated double bonds; actd {' . \ V 

060322 ;■ . -2- '■-'[ ' : "p ! P^[P% ' • [ : ' \ 
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(ii) a subsequent partial or complete quaternizatioii and protonatioa of the ^pblytoferwfeere W 

monomer (a) is unquatemized or only partially quateraized: 
AppeUaofe' Claims 14 and 15 further limit the constituents of t|te monoiner mixture ^<&W: 
employed in the free-radical initiated copolymerization (i). According toCfaim; 14; ffie r?s|^^e 
monomer mixture consist£Qf the monomer constituents (a)> (b), (d) and (e); and a<x»rjdi]i^ to CMia 
15; the respective monomer mixture consists of the monomer constituents (£) to (e): 

In all of the embodiments of the certain copolymers) referenced in afn^ellaiats' difcfcs fofeciv 
polymer is formed using from 0.01 to 10% by weight of at least one crosslink^ 
at least one monomer which has at least two ethylenically unsaturate^, ndn^ajugated ^ 
bonds* 1 ) 

According to appellants 9 invention, the presence of the certain copolymer in^rOv^s th^^:' 
care properties of the skin cosmeticor dermatological preparation because the copolymer ^cpiatribu*es 
to themoisturizing and conditioning of the skin and can achieve an fcnprovemenf ttf t^^ 
ity of the preparations. Additionally, the copolymer can act as a thickener in the preparation^ V- : 

Grounds of Rejection to br RKVTKWFn 

D Whether the Examiner erred finding that the subject matter of appellants' Clafe 1 to; 
15 was prima facie obvious under 35 U-S.C §103(a) in light of the teaching of Vfd et (u$ 
5*219,969). ' - 

II) Whether the Examiner erred finding that the subject matter of appellants G^^'i!^ 
15 o ptima facie obvious under 35 US-C §103(a) in light of the teaching of ^opst^i^^ 

US) Whether the Examiner erred applying Claims 1 to 13 of Tropsch k <a: (J^^^^^r 
peflants' Claims 1 to 15 under the judicially created doctrine of obviousriess^^ype ddi^ie p^ei^^^:; 

TV) Whether the Examiner erred finding that appellants' Claims 14 and 15 were; ind^eiife 
under the provisions 6f 35 U.S.C. §112, 1T2. 

I) The Examiner erred finding that the teaching of UhletaL rendered the subjed ; ; 
of appellants 5 Claims 1 to 15 prima facie obvious within the meaning of 35 U:S.C. §103(a). : f 



1) Cf. constituent (e) in Claims l f 14 and 15; and page 8, indicated line 4, to page I0; indicated lirei i& y x>f tifeab- 
piication. 

2) Cf; page 3, indicated lines 18 and 19, and page 13, indicated lines 10. to 17, of the application. . ' . 
060322 -.3- • 
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The teaching of VhtetaL relates to crossliokedc^ 
used as thicke^in textile print pastes. 4 ) The respective copolymers are ofcfcto by e©^ [ 
tionof : ^7- : -v P ' 

a) frdiaa50to99partsby Weigjxtof (meth)acrylic acid^ 

b) from 1 to 50 parts% weight of at least om 

ticular fottmila (I), 5 ) U, 

c) from 50 to lOiGOOppmi, based on the amount of (a) and (b); of an at least biftmctiaDlal : <&&' 
■ • linker,- and • 

d) from 0 to 49 parts by weight of other monoethy lenically unsatiirated incmcanei^: • 
in the presence of a free radical polymerization catalyst, 6 ) 

TTie certain copolymers which are referenced in appellants' claims differ fromt the cbpoly^^; 
addressed in the teaching of Uhl et aL because 

- toe copolymers of appellants' preparations defined in ^ Claims 1 io 13 aad 15 coo^prist ^^ ■ 
40% by weight of nrisatttratedacid moieties 7 ) whereas the copolymers addre^tf ^ 
iflg Of Uhl etaL <x>mprisfe at least 50 par ts bv weight of (m^th)adEylic.acid \^$;^y 
the copolymers of appellants' preparations referenced in Claim 14 doa't comp^ 
acid moieties 9 ) whereas the copolymers addressed by the teaching of Uhl et ai. iam^r^t # 
least 50 parts by weight of (iaeth)^crylic acid units. 10 ) 

The Examiner argued that appellants claims were unpatentable mderSedfite ''103(a) 'i^S^^^i 
teaching of Uhl because "ite difference in concentration will not sup^t^pai^^Wi^^ 
subject matter encompassed by the prior art unless there is evidence indicating theconcehtrmtokis 
critical, it is not inventive to discover optimum workable amounts by routine ejq>eruke^tadonM^ : 
The Examiner's position appears to be based upon law which was developed or addressed : 



3) The ejpic^\OQ it (mjeth)acrylicacuf' is used here and in the followingas a reference to adrytic acid a&fcfbr mera£ ';•! 
crylicacid. . ■■/ 

4) Ctabstractof US5J19$&. \?.y> 

5) The formula has been omitted because the respective structure is of subsidiary pertineoce to the issae. ' 

6) Cf. col 2, indicated lines 22 to 60, of US 5^19^969. 

7) CL constituents (c) of appellants* respective monomer mixtures. 

8) The optional other monc^&yiemcatiy unsaturated monomers (d) of Uhtet oL 's cbj^yn^afad inidtede i" 
rated acids; cf. cpK 4> indicted lines 18 to 34, at indicated hiies 23-to 27, of US 5y219j969. •* : . :\y. 

9) : Appellaatts^ respective monomer nurture consists of monomers (a), (b), (ij) and-(e) and iras^urated aci&4ii : \ 
outside ofthe realm of ^ those monomers. . 

10) Cffbi.(7)abov€. 

11) <X. page S t lines 2 to 11, of tte Office action mailed November 30, 2004, emphasis added, 
060322 +4- 
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Courts in (JeriSions such te lkre Wertheirn * 2 ) In re Wbodruff} *) hreGeislerM ) Iti^imMhals l 

Corp. ofAmericd v .kmtn€T>^^ InteHd€schele. l € > However, the respective j^"p^S^^^&^' : : 

tions where the claimed range overlapped or was within a range discldsed>ytte 

situations where the subject matter of the claims in question was actually encompassed by the prior 

art The certain oopcdymers ^riuch are referenced in appellants' claims are, 

rather tfi^ encompassed by, the realm of the copolymers addressed in the tearit^ of ^ 

the respective case law is therefore not deemed to be pertinent whrce appellants* 

teaching of Uhl et af/are concerned. 

Where, as here^ the claimed subject matter is clearly distinguished tfee prioi art; three t>af 
sic criteria have to be met in order to establish a prima facie case of Obviousness: 

(1) There must be some suggestion or motivation, either in the reference itself or in the 1 
generally available to one of ordinary skiH in the aft, to modify die rfefereiiee, 

(2) theremn^beareason*leexpedaiionofsuccess > and 

(3) the prior art reference must teach or suggest all of the claim limitations. 
Additionally, the teaching or suggestion to make the claimed combination and the re&sdn&fe expeo 
tation of success must both be found in the prior art and cannot be based <& &6l^ 

sure. 17 ) Where the teaching of Uhl et aL and appellants' invention are concerned neither of ^ • 
three basic criteria is met: > 

(1) Hie teaching of Uhl et aL contains nothing which would have motivated a 

skill in the art to lower the amount of the unsaturated acids which are employed in the prepara- 
tion of the copolymer from at least 50 parts by weight to at most 40% by we^t^^^^ , 
Claims l to 13 and 15)> ox to Omit the unsaturated acids completely (wi&rnifexza^ box bias ; 
the Examiner referred to any technical background knowledge which conid i^Oiiib^^ 
taken to provide the necessary suggestion or motivation; 

(2) The teaching of Uhl et aL contains nothing which could be taken to suggest or imply ti|iait:k i 
person of ordinary skiH in the art could reasonably expect to arrive at a useful potyrr^r whm 
the amount of the unsaturated acids which are employed in the preparation of copolym^ 
is lowered ftom at least 50 parts by weight to at most 40% by weight (cbncemm§ c^si 

(wd isy* or when the unsaturated acids are completely omitted {coaming Claim i4)y and 



12) 541 R2d 257, 191 USPQ 90 (C&A 1976). 

13) 919 R2d 1575, 16 U5PQ2d 1934<Fe<L Cir. 1990). 

14) 116 F.3d 1465, 43 USPQ2d 1362, (Fed. Or. 1997). 

15) 778 F.2d 775, 227.USPQ 773 (Fted; Cir. 1985). 

16) 406 F.2d 1403, 160 USPQ 809 (OC3PA 1969)-. 

17) Cfc/nV* Vveck, 947 F.2d 488, 20USPQ2d 1438, 1442 (Fed. Or. 1991). 
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(3) Uht etal. clearly caimot be deemed to teach or suggest a skin cosmetic ox dermatotogical pre- . 

paration which comprises a copolymer whi^ or almost 40% 

by weight (cancermhg Claims t to 13 and jj), of tmsatuxated acid units* 
Hie Examiner's position th&t the subject matter of appellants' Claims 1 to 15 is rendered : ya^0^tT.'--' 
able under Section 103(a) by the teaching of Uhl et dl. is, therefore, deemed to be ia en:or. [ 

DO The Examiner eiied &xdiag that the teaching of Trctpsch etal. rendered the ^jecrmat- . 
ter of appellants' Claims 1 to 15 prima facie obvious within the meaning of 35 U.S.C; $103;(ai)V 

The teaching of Tropsch et aL relates to quatermzed copolymers which are suitable ;a^ ac^e ' 
ingredients in hair styling compositions. 18 ) The respective copolymers are obtained by &ee tadSLcal 
copolymerizaiion of a monomer mixture comprising: ' : ?yy \ 

a) from 5 to 50% by weight of a l-vinylimidazole which is optionally quaternized; 

b) from 20 to 80% by. weight of N-vinylcaprolactam; . . 

c) from 10 to 60% by weight of N-vinylpyrrolidoiie; and "V 

d) from 0 to 30% by weight of a further monomer which is capable for free radkalcopolymeriza^ 
tion and has, as a homop^Iymer, a glass transition temperature of mtee th^ik 20945, : > \ 

and optionally a subsequent quateraizatioa of the <x)poiymer, 19 > Examplesof m^ora 
suitable as constituents (d)3°) are 

C;.rCi2^^'<sliw<ifac^^^ »v acryfamides,+„ acrylic ^^c^ . 

thacrylic acid, croionic dtid, ... hydroxyaUcyl (meth)atrylate$ or alkylgthylene gtyb&t 

(meth)acrylates having 2-50 ethylene glycol units in themolecule. 
The certain copolymers which are referenced in appellants' claims differ from ^ 
dressed in the teaching of Tropsch etaL because of appellants' requirement for the presence ^ the 
crosslinking monomer constituent (e). 

The Examiner argued that "[mjonpmers of aery lie andmethacryiic esters are cap^U{>famng 
as crossEhkerf pointing to. the Ci-Ci2-alkyl esters of (meth)acryiic acid,; the h^iii^fiyiV 
(meth)acry Lates and the alkylethylene glycol (meth)acryiates having: 1-50 ethylene glycol ivt^;m : 
the molecule which are mentioned by Tropsch et aL as examples for monomers (fy, 
lants* explaiiations on' page 8, indicated lines 4 to 13, of the applfcatio*u 21 ) ; : : . 

The Examiner -s implied position &at aO monomeis of (me 
as a crosslinking monomer corresponding to the constituent (e) of the copolymer refereiac^ in appe^^^^ 

18) a.rf>sttactofW55,«tf^2: 

19) CL ool/l, indicated lines 8 to 20, of US 5,869>032. 
2Q) Cf.coL 2, indicated lines 38 to $2, ottf$ 5^69,032. 

21) Cf. page 4, line 21, to page 5, line 8, of the Office action mailed November 30, 52p04. : 
060322 -6- 
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lants* claims is not only tectasicaUy incorrect but also disregards specific reijuirements efrjjjess^ in 
appellants- daims; According to appellants' definition of the monome^s){e) '1t;is-ieqra^.^ : faf:;. 
least two &kylenicatty unsaturated, nonconjugated double bonds'' be present in Hie nK>nomet Ei- 
ther the Ci-Ci2-alfcyl esters of (meth)acryljc acid, nor the hydroxyaikyl (meth)ac*jrlate»or ^ialkyt 
lethylene $ycol (metb)acry]ates having 1-50 ethylene glycol anits in the molecule which "'aire i'lESte' 
tioned by Tropsch et aL contain two ethylenically unsaturated, nonconjugated ;do^bfe bonds: 

• the alkyl group of the Ci-Ot2 J alky] testers of (meth)acrylic acid does not contain any ethyiemcafly ; 
unsaturated double bond; 

• the hydroxyaikyl group of the irydroxyalkyl (meth)acrylates does not contain any ethyfeikafly ; 
unsaturated double bond, and 

• the alkj'lethylene glycol group of the alkylethylene glycol (meth)acrylates does not contain any 
ethylenically unsaturated double bond. 

the esfcefc of (meth)acrylic apid which are mentioned by Tropsch et ok <xotain only one et^y^-; ; 
cally unsaturated double bond, namely the double bond of the (meth)acry lie acid, and ^e therefore 
not capable of acting as a crosslinker, nor are they within the realm of die monomer constituent (e) 
specified in appellants' claims: ; ;i 

The explanatory remarks regarding constituent (e) of the monomer mixture wiidi ljx pi& ; 
videdby appellants in the specification cannot reasonably be taken to indicate otherwise. According- 
to appellants' disclosure, thecrosslinkmgmonomeis{e) axe, for example "a^Bcestets; me ihtiffii&; :: - 
esters, altyi ethers or vinylethers of * (ti least dihydric alcohols. The OH groups of *the parent alcohols 
can be cowpletefy or partially etherized or esterified; however, the crosslinkers c&ritazti £& ; fe&ft riw : 
ethvlenicaUv unsaturated croups. 7722 ) To be suitable as a erosslinking monomer eonstttu&t ($) of = 
the copolymer referenced in appellants' claims, any one of the at least dihydric alcohol, therefore; . 
has to have at least two groups in which : v -a k 

- an-OHgroupof thea^hoifor^ ■ 

an -OH grouj> of ttoe alcohol forms an ether with allyl or vinyl alcohol. . [ : ' : 
Otherwise^ appellants' requirement that "at least two ethylenically Unsaturated^ nonconjugated 
double bonds? be present in the mdnoxK^er(s) wOuldnotbemet : : \\ t>*\ 

The Examiner's position that the copolymer of Tropsch etat. contains incmomer "units corre- ;.' 
spondingto appellants' crosslbking constituent (e), and the Examiner's conclusion ^ttothtkag^ J 
matter of appetfants* ^ 

teaching of Tropsthet aL is ? in light of the foregoing, desihed to be in error. i 



22) Cf. page 6, indicated lines 8 to 13, of the application, emphasis added. 
060322 v -7- 



. PAGE VV\^klWXlM 9:09:46 pastern Standard Time] * SpSPTWFXRF-2/2 1 ' DHISOTQO * CSID:20M59fl105 4 DURATION (mnws):0M2: 



Fax sent by : 2826590185 



NDDQ LLP 



83-23-86 89:13 Pg: 9/17 



Serial No. W/$H001 HOSSELet al. IT«»eW 

HI) T^E?^^ 

Claims 1 to 15 imder the jiidSdally created doctrine of obviousaess-typb double patenting. : 

TTie Examine asserted that the^te^^ 
U.S.C §102(eV 23 ) Hoyyever, the U.S. patent of Tropsch etal. issued on ^mmirMj 19^-whWre^ '•; 
the present appiiciation was filed with the U.S. PTO on June 26, 2000, which is 26jns^^^b&^ 
U-S. patent of Tropsch et aL issu^ and tte present ap 

ticm which was filed on June 29, 1999. which is 4month^after lhe U.S.patehtdf Tropsch **frf ; 
The US. patent of Tropsch et al*, therefore constitutes prior art under Sections 102(a) aid £0^^ ; ■ 

The judicially created doctrine of double patenting seeks X6 prevent the unjustified e^temsion 
of patent exclusivity beyond the term of a first patent which has issued on an inventics^^tndffife • : % 
trine Was treated to address situations where the first patent does not caoistiWte prior im'iwii^ 1 ^:';-!- : : 
statutory provisions wkhitegard to a second application. 24 ) Where the fii&pa$ei»'ctt^^ 
art wltich is applicable within the provisions of Sections 101, 102 and/or 103 agtii^ the ioc^ 
claimed k a second appMcaticQ/aiy "unjustffi 

is forestalled by the statutory requirements. Also, a double patenting rejection of the 6j^jk»a^ii^-r 
type is analogous to a failure to meet the non-obviousness requirement of Section 103 theoniy {Hfferr- 
ence being that the patent principally underlying the double patenting rejection is not coiMiered 
prior art witiiin the framewoat of the statute, 2 ^) and any analysis employed ini an 6b^ 
double patenting rejection parallels the guidelines for a (fetennination of / « 

103(a),^ Accordingly, a ^ 

patenting which is based on a patent which falls within the realm of prior ait^ within the meani^plf 
35 U.S.C §l02(a) and/or § 102(b) cannot raise any issue which goes beyond the quest&n whether 
the claimed invention is djbvious within the meaning of Section 103(a), 
^U.S; patent of 

and the Examiner's application of Claims 1 to 13 of the Tropsch etal. patent under the ^ : : 

created doctrine of obviousnessrtype double patenting is therefore deemed to be in enrdi : '"} 1 : 

TV) TbeExamfiaereiredfodi^^ 
visions of 35 U.S.C §112, 32. •*";"^; 

Appellants' Claim 14 depends upon Claim 1 and further specifies that the me^i^tmxtur^ 

23) dpagft y y lines 1$ to 2(Vof the Office actkwi mailed Noverober 30, 20Q4; . v - : : V :'•".!/'■;:... 

24) C£/nm£j^937F.^ 

164 USPQ 6l£ 622 (CCPA 1970) 

25) €f./n/e£rai'^ ' - : \ \ ^ 

26) Gf./«**JSrr^937F;2d5^^^ 

Or; 1985)- . ■.' :: : : •./;;•'. ;> ■> ;: '; V- - 
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which is employed fax the. free-radical initiated cotHoIvmerization stage Yi) consist of ! / . 

(a) 1 to 99.99% by weight of at least one monomer selected from the group cqnsistiflg of ^yifiyl^ 
midazoles and diallylamines, optionally in partially or completely quateraized fotia; 

(b) 0 to 98.99% by weight of at least one aeutral or basic water-soluble imoiiomer which is4iHei> 
entfrom(a); ; ;! 

(d) 0 to 50% by weight of at least one free-radically copoiymerizable mOttfiner which is difiefent 
from the monomers (a), from the monomers (b), and firbm unsaturated acids aiid tmsatuntfed : 
anhydrides; 

(e) 0.01 to 10% by weight of at least one monomer which acts as ctosshnker and has at least two 
ethylenically unsatiroted/nonconjugated double bonds. 

The Examiner took the position that appellants* Claim 14 ^ras indefinite tinder StectKitfi^^ 

cause it "recites "monomer mixture* 7 but a mixture is not described but raihe$ single cbntp^ef^^ • 

are described in (a) to (d)." 27 ) " \ -::/ t 

The "distinctly claim" requirement of Section 112^ 112, means that a cl^ miist ;V 
and definite meaning when construed in the light of the complete patent doctoent,^ ^^■t&£ 
of definiteness is whether a person of ordinary skill in the pertinent art woidditmderst^^ 
of the claim when reading it in the light of the supporting spe^catiori. 29 ) Moreover, 

[i]n rejecting a claim wider the second paragraph of 35 U.&C Ileitis incumbent on &e ex- \ ■ ;*"/ 
aminer to establish that one of ordinary skill in the pertinent art, when reading the claims in 
light of the supporting specification, would not have been able to ascertain with reasonable ] 
degree of precision and particularity ike particular area set cnit and ctriutfecrij^ ''" ;f 

clairns>[3fy] 

On the one hand, the expression "mixture?* is generally understood as i^drimg to a OTitibiii^^of i 
two or more components. Appellants' Claim 14 refers to "a monomer rnix£tire-a>Tm^ 
monomer constituents^), (b), (d) and (e) in the specified weight percentages. Similar fan^kg^ 'is " " 
used in Claim 1, and it is not apparent to appellants how the respective wording retakes further clari- " ; 
ficatiori. On (he other hand, appellants are unable to understand why a person of ordinary skill in ifee .= 
art would have difficulties to determine the meets and bound of the subject matter which ; 
in Claim 14- It is conventional in the pertinent field to define a copolymer by specifying the p6iyxjfcx r \ . 
izatkm conditions and by enumerating the monomer constituents which are employed in the copo- .■; 
lymerization, together with the respective weight percentages -or parts by weight- in:--wMcfc^ti^^; ; 

27) Cf. page 6, lines 20 to 2i ; of the Office action mailed November 30, 2004. . : 

28) Standard Oil Co. u A^t^ati C)*wam^ 

29) Morton Int Inc. k Cardinal Chenu Co., 5 F.3d 1464, 28 USPQ2d 1190 (Fed, Or. 199$); drthokirMcsfnd m " 
Safety Travel Chairs, Inc., 806 F.2d 1565, 1 USPQ2d 1081 (Fed. Or. 1986) . ,\ " }\' 

30) Cf. Ex parte Wu, 10 USPQ2d 203 l at 2033 (BPAI 1989). V X : ! r 
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monomer constituents are employed. 31 ) In light of the convention, a person of ordinary s&li who/' 
reads appellants 7 claim does not even need to turn to the supporting description in order todfttertaine *; 
how the enumerated monomer co^rituents and their weight percentages relate to the nKmomer mix- : 
ture ajklr ultimately, to the make-up of the copolymerreferenced in a^ettasD^- claims: Tie Examin- + ■ v 
er ? s position that appellknts' Qaiml4 was indefinite within the meaningpf Section 112, f2, i^the*4 
fore, deemed to be in error. 

Appellants Qaim 15 depends upon Qaim 1 and further specifies tlkt the monomer niisctnre • : 
which is employed in the free^-radical initiated copolymerization stage (i) consist of ihe monomers ; 
(a) to (d) in the specified amounts, and the definition of the monomer constituents (a) ^ 4d: {^^^c&^ : 
is provided in Claim 15 is identical with the definition of the monomer constituents (a) i^^"^^^:;"- 
is provided in Claim i. The Examiner took the position that appellants' Claim 15 was rii^ieiBii^ 
der Section 112, because "[f]n Claim 1, (b) cannot be (a), (d) cannot be(a), (^or(^^iOt^^ 
15 which is dependent on 1 recites foe same (a), (b), (c), (d) and (ej and it is not cleat ^hUA of what /■ 
is recited in Claim 15 is appUcable in claim V' 32 ) 

As with the Examiner's criticism concerning Qaim 14, appellants are unable to under staiid 
why Qaim 15 could be regarded as being indefinite under the provisions of Section 112, t2; ot ! 
a person of ordinary skill in the art who reads Claim 15 would encounter difficulties to detetMine 
the meets and bounds of Claim 15 with the necessary reasonable degree of precision and particni&ity u- : 
Claim 15 depends upon Qaim 1 -and not vice versa-s and the limitations of Claim! -are^inciiiE^ 
into Qaim 15 by reference rathefthan the other way around. The limitations of Qahn 15 ttave>, tfier& 
fore, no immediate effect on the scope of Qaim 1, As suck, the Examiner's statemeijt ^t^ife^^.v. 
clear which of what is recited in Claim 15 is applicable in claim 1" does ii&t appear to j^^Ms^y; \. 
concerns under the provisions of Section 112, 1f2. It is also respectfully noted thai Claims T^d'is : 
independently define the monomer constituents (a) to (e) including the respective zm&riti$. Ai5&M± ; 
ingly, a person of ordinary skill in the art does not have to look at Qaim 1 in <tfder to deteitnme;ihe 
nature and the amounts of the monomer constituents of the monomer saixture ref erenddd in Qaim 
15. Nor Would a person of ordinary skill in the art consider to turn to Claim 15 in order tod^nniBe 
the the nature and the amounts of the raofiomer constituents of the m&OT^ ti^ 
fied in Qaim 1. The Examiner's finding that appellants' Qaim 1 5 was jntfefimf <■ ^ wj thi n m^rrifrj; 
of Section 11% fl2, is, therefore, also deemed to be in error. 



31) &, for example, col, 2, indicated lines 25 to 60, of US 5^19^69, and col i; indicated lines 8 W 18^ US 
5,869,031, 

32) Cf . page &, lines 20 to 21, of the Office action mailed November 30, 2004. 
060322 . -10- 
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Cqnclu$ion 

Pot die foregoing reasons, appellants respectfully urge that tke Examiner erred findii^ that 
that appellants* Claims 1 to 15 were unpatentable under the provisions of 35 IJJS;G; $1$3^l)'' i 
in light of the teaching of Vhletal^ J 
that appellants 1 Claims 1 to 15 were unpatentable under the provisions qf 35 "Ui&Gi ^ f lO^a) 
in fight of the teaching of fropsch etat*, 

that appellants' Qaims 14 sad 15 failed to meet the r^uirements of 35 ''XJ.S.C §ll2i^;ai^^ 
that Qaims 1 to 13 of Ttopsch etal. were applicable against appeUarite r 
the judicially created doctrine of obviousness-ty^ double patenting. 

It is respectfully requested that the Examiner's respective rejections be reversed. Favorable action 

is solicited. 



Please charge any shortage in fees due in connection with the fifing of this 
Extension of Time fees, to Deposit Account No* 14.1437. Please credit any excess 
posit account. 

Respectfully submitted, 

Novak Druce DeLuca & Quiod 




Jason D. Voight 
Reg. No. 42,205 

13W Eye Street, . 
Suite 400 East Tbw$r 
Washington, DX. 20005 
(202)659-0100 

JDV/BAS 

EncL: Claims Appendix 

Evidence Appendix -none- 
Related Proceedings Appenddc -none- 
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. Claims AspfeNttiy ]■ "XS^.::^ 

1. In a slcin cosmetic or dermatoiogical preparation ■^ 8©l«s^lea'^.^s^^ i ■• 
cosmetic compositions for cleansing .the skin,; '■cq^^ic. ; -hp^^^- 
tions for the care and protection of the skin, hail c^^ca^d^. 
tions, and preparations . for decorative cosmetics, the impro^^ri^ 
wherein the composition consists essentially of • c«Bt6m^' : '^^ 
tives and at least one copolymer obtained by . ; ^\ * 

(i) free-radically initiated copolymerization of a mononter;- 'Su- 
ture comprising 

(a) 1 to 99.991 by weight of at least ohe-iDohomer feect^. 

from the group consisting of N-vinyXimidazoles and [V^^i* 

lylamines, optionally in partially ok completely ^a^r^-; 

nized form; :V :: h •■/ 

<b) 0 to 98,99% by weight of at. least one\ iveiatr al^ .'or^p^^- 

water-soluble monomer which is different ' f^dto '(.i);!'" ■'^.i "''■'...■:.*> 

(c) 0 to 40% by weight of at least one '.u ft si^t^',^i^,'' 
unsaturated anhydride , 

(d) 0 to 50% by weight of at least one freje^adically ■ co^K 
lymerizafc>le ^monomer which is different 

(a), from the monomers (b).and from the Wonbmers (^t'fc/ftadi^ 

(e) 0.01 to 10% by weight of at least one monomer ^wl^ctt;:^*^ 
as pross linker and has at least two ethyleuically uhaat^^; v 
rated, nonconjugated double bonds; and 

(ii) subsequent partial or complete quaternizatidn *uicl •-■^to4i^i£^}< 
of the polymer in the case where the monomer •■(a)-- ; ;is ; ; un^a%^." 
nized or only partially quaternized. ' ;^ : 1 

2. The preparation as claimed in claim i, wherein '^-^o^^^^^^ 
in Cii) taies place during formulation of the preparation * 

The preparation as claimed in claim 1, wherein ibonpimsr ^i*):^/^^ 
least one diallylamine derivative of the formula (ii ) f : ; 



3. 




R 4 

in which the radical R 4 is Cjl-C 2 4 alkyl. 
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4, The preparation as claimed in claim 1, wherein monomer ;(a)" ^ is "rat 
least one N-vinylimidazole derivative of the formula (I) , 



0) 



in which the radicals R 1 to R 3 independently of one another Are-: 
hydrogen, Cx-'C^-alkyi or phenyl, : ; r ;y;= 

5. The preparation hls claimed in- claim' 1, wherein xi^^ 
least one N-vinyllactam. 

6* The preparation as claimed in claim l f selB^ed- tim'- 

Consisting of cosmetic compositions for cleansing the skin V 11 . 




7. The preparation as claimed in claim 6, selected from the 
consisting of soaps, syndets, liquid washing, shower . : ;^d ''';bi^&;M;V 

. - preparations. ' ':/•-}[ 

8. The preparation .as claimed in claim 1, selected ; from, tiq 1 ^o^!;; . : 
consisting of cosmetic compositions for the care and protect ion 

. of the skin, nailcare compositions, and preparations for . decoir'a-^;': , : 
tive cosmetics* . ' - : .V= 

9* The preparation as claimed in claim 8, selected from /the, : ^6iip ; : ; 
consisting of skxncare compositions, £>ers6hal hygierie ":Cf^re- ; ^om- :: .' r : 
positions, footcare compositions, sunscreens, re^llentsv; shavx^g^i^ 
compositions, depilatories, anti-acne compos it ions* maiceup^C/^ 
car a, lipsticks, .eyeshadows, kohl pencils, eyeliners, '*bius^rs>.^ : \: 
powders and eyebrow pencils- - 

10. The preparation as claimed in claim 9, ■wherein ''the : sk^c.i^^;^m^V..; • 
positions are selected from the group consisting .of ^w&teT^tt^xi-*'-. 
or oil -in- water skin creams, day and night crea^, eye ; cr^aji^ r ; 
ant iwr inkle creams , mois tur i zer s , bleaching . creainsy-: . ;. Sitamjni;. -f 1 
creams./, skin lotions, care lotions and moisturizing Ibtidfcs. 

11 ♦ The preparation as claimed in claim 1, wherein the . co^lym0r !is : 
used in the form pf a water— in-oil emulsion. 

12. The preparation as claimed in claim 11/ wherein the eqpblyi^ 
been polymerized in the emulsion or suspen&ion. 
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13 . The preparation as claimed in claim 12 , wherein the . oil phase [pi.: v 
the emulsion of suspension comprises a cosifretic oil.; 

14. The - skin composition or dermatological preparation of claim ' i : ; 
therein a monomer mixture consisting of 

(a) 1 to 99.99% b|y weight of at least one mdnomer /-^sete'ctfed''! " 
the group consisting of N-vinyl imidazoles and " : 'diailylaiinejB ■ ■■ 
optionally in partially or completely quaterhized form? 

(b) 0 to 98.99% by weight of at least one ^ neutral . '6 1" basic'-wtei^^.'..'"-';^ 
soluble monomer "which is diff erent . f rom. ..(a) ; 

(d) 0 to 50% by weight of at least one free-radically co^Jyafl^r^ 
izable totonox&er which is different f rom -the iwmbime^s ■■■■}ai y ■';;^^■d^^::^::;■"■_•'■■' : 
the monomers (b), and from unsaturated acids and unsaturated: J. 

- anhydrides; . . ■ ■ 

(e) 0^01 to 10% by weight of at least one monomer : which: a^ts , as ^ ^ > 
crosslinker and has at least two ethylehically . un^t^r^ed> ; ;:p : : 
honconjugated double bonds; 

is employefd in the: free-radical initiated copolymferizafeibn . : -sifea0£ '-'.'.'T'-J 

■ - : ■ ; v'- ; :.'' 

15. The skin composition or dermatological preparation ; 'of " v ^laomt'^; ■/.!':.,.: 
wherein a monomer mixture consisting of 

(a) 1 to 99.99* by weight of at least one 

the group corisisting of N-vihylimidazoles and diallyl?amineisv 
optionally in partially or completely quater'nized forimy "•[[: • ' ' 

(b) 0 to 98.99% by weight of at least one neutral or basii:.wa^^ : : :; : :'- 
soluble monomer which is different frqm (a); '-y "■ 

(c) 0 to 40% by weight of at least one unsaturated acid br •u^$^-^;v;: - -' 
urated; anhydride, 

(d) 0 to 50% by weight of at least one. free-radically -cc^piji^^iy^/' -: : 
izafrle monomer which is different from the ^ monomers- <ay> frc^f:: 
the monomers, (b) and from the monomers , (c) ;; and . . ; > , :: 

(e) 0.01 to 10%^ by weight of at least one monomer /which acts asj i 
crossliriiter and has at least two ethylehically uhs^uxated^V-'"^ 
nbncon jugated double bonds; 

is employed in the free-radical, initiated co^iya^rizatipn 'eii^";^;- • * 
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